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DETAILED ACTION 

This action is responsive to communications: Amendment, filed on 4/23/10. 
Claims 34-66 are pending in this application. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 47 and 66 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claims 47 and 66 recite a readable medium, 
which is not defined in the specification. A readable medium can interpreted as a digital 
signal wave that is a non-statutory subject matter. Therefore claims 47 and 66 are 
rejected under 35 U.S.C. 101. 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 49-50, 52-60, and 62-66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson U.S. Patent No. 6,215,523 (Hereafter this patent will be 



referred to as Anderson II) in view of Fellegara et al. US Patent 6,441,854 further in view 
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Morgenthaler US 2002/0032677 in view of Anderson et al, U.S. Patent No. 6,680,749 in 

view of Dow et al. U.S. Patent No. 6,549,304 

As per claim 49, Anderson II teaches an image processing apparatus comprising: 
A capturing unit adapted to capture a reduction image stored in a storage medium; 

(figure 8, item 110) 

A first display control unit adapted to cause a display device to display the 

reduction images captured by said capturing unit; (figure 8, item 700; col. 10, lines 50- 

70) 

A second display control unit adapted to cause a display device change, 
sequentially, display of images each larger than, and each corresponding to, a respective 
reduction image display be said first display control unit; (column 6, lines 63-column 7, 
lines 24, column 12, lines 35-65). 

A registering unit adapted to register, from among a series of image displayed by 
said display control unit, image indicated by a user as a target of single process, (col. 10, 
lines 50-col. 11, lines 10); 

However, Anderson II fails to teach an indicating unit adapted to indicate at least 
one image among the images automatically changed and sequentially display by said 
display control unit. 

Fellegara teaches automatically changed (column 15, lines 1-8) and sequentially 
display by said display control unit, (column 14, lines 20-55) 

It would have been obvious to an artisan at the time of the invention to include 
Fellegara' s teaching with method of Anderson II in order to provide user with the ability 
to automatically scroll the image after predetermined time periods. 
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Morgenthaler teaches indicating at least one of the images in the automatically, 
(see Morgenthaler; paragraph 0056) 

It would have been obvious to an artisan at the time of the invention to include 
Morgenthaler' s teaching with method of Anderson II and Fellegara in order to provide 
user with the ability select image during slide show. 

However, they fails to teach a storing unit adapted to continue, at least up to 
completion of the automatic and sequential display with the larger size by said second 
display control unit, to store information indicating the image indicated by said indicating 
unit as the image to be subject later to the specific image process during the automatic 
and sequential display with the larger size by said second display control unit; 

Anderson teaches a storing unit adapted that store information indicating the 
image subject to the specific image process, (see Anderson, col. 8, lines 44-57; col. 13, 
lines 15-35) 

Dow teaches a specifying unit adapted to specify the storage at least up to 
completion of the automatic and sequential display with the larger size by said second 
display control unit, indicated the image subject to the specific image by said second 
display control unit is completed, (see Dow, col. 6, lines 13-63) 

It would have been obvious to an artisan at the time of the invention to include 
teachings of Anderson and Dow's teaching with method of Anderson II, Fellegara, and 
Morgenthaler in order to provide user with the ability select image during slide show. 
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As per claim 50, Anderson II, Fellegara, Morgenthaler, Anderson and Dow teach 
the apparatus according to claim 49. Anderson II further teaches wherein the specific 
image process includes a print process (col. 7, lines 1-32). 

As per claim 52, Anderson II, Fellegara, Morgenthaler, Anderson and Dow teach 
an image processing apparatus according to claim 49. Anderson teaches wherein said 
execution indication unit can select whether or not to execute plural kinds of image 
processes, (column 13, lines 25-68) 

As per claim 53, Anderson II, Fellegara, Morgenthaler, Anderson and Dow teach 
an image processing apparatus according to claim 49. Anderson II further teaches 
wherein an application program corresponding to the specific image process 
automatically starts after the end of the display by said second display control unit 
(column 12, lines 56 - column 13, lines 15). 

As per claim 54, Anderson II teaches an image processing apparatus comprising: 
A capturing unit adapted to capture images stored in a storage medium; (column 
2, lines 35-46) 

A display control unit adapted to control so that the images captured by said 
capturing unit are displayed in full-screen as a slideshow; (column 12, lines 56-column 
13, lines 15) and 

A registering unit adapted to register the image indicated by said indicating unit, 
as a target of a specific process, (figure 8, items 700, and 704) 

However, Anderson II fails to teach an indicating unit adapted to indicate at least 
one image among the images display as the slide show by said display control unit. 
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Fellegara teaches an indicating unit adapted to indicate at least one image among 
the images display as the slide show by said display control unit, (column 14, lines 20- 
55) 

It would have been obvious to an artisan at the time of the invention to include 
Fellegara' s teaching with method of Anderson II in order to provide user with the ability 
to automatically scroll the image after predetermined time periods. 

Morgenthaler teaches indicating at least one of the images in the automatically, 
(see Morgenthaler; paragraph 0056) 

It would have been obvious to an artisan at the time of the invention to include 
Morgenthaler' s teaching with method of Anderson II and Fellegara in order to provide 
user with the ability select image during slide show. 

However, they fails to teach a storing unit adapted to continue, at least up to 
completion of the automatic and sequential display with the larger size by said second 
display control unit, to store information indicating the image indicated by said indicating 
unit as the image to be subject later to the specific image process during the automatic 
and sequential display with the larger size by said second display control unit; 

Anderson teaches a storing unit adapted that store information indicating the 
image subject to the specific image process, (see Anderson, col. 8, lines 44-57; col. 13, 
lines 15-35) 

Dow teaches a specifying unit adapted to specify the storage at least up to 
completion of the automatic and sequential display with the larger size by said second 
display control unit, indicated the image subject to the specific image by said second 
display control unit is completed, (see Dow, col. 6, lines 13-63) 
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It would have been obvious to an artisan at the time of the invention to include 
teachings of Anderson and Dow's teaching with method of Anderson II, Fellegara, and 
Morgenthaler in order to provide user with the ability select image during slide show. 



As per claims 55-57, they are rejected with the same rationale as claim 49. Supra. 

As per claims 58-60, they are rejected with the same rationale as claim 54. Supra. 

As per claim 62, which is dependent on claim 49, Anderson II teaches the claim 
49. Anderson II further teaches wherein information indicating the process target is 
displayed together with the selected image, (figure 8, items 700, and 704) 

As per claim 63, which is dependent on claim 54, it is of the same scope as claim 
62. Supra. 



As per claim 64, Anderson II teaches an image processing apparatus comprising: 
A capturing unit adapted to capture a reduction image stored in a storage medium; 

(figure 8, item 110) 

A first display control unit adapted to cause a display device to display the 

reduction images captured by said capturing unit; (figure 8, item 700; col. 10, lines 50- 

70) 

A second display control unit adapted to cause a display device change, 
sequentially, display of images each larger than, and each corresponding to, a respective 
reduction image display be said first display control unit; (column 6, lines 63-column 7, 
lines 24, column 12, lines 35-65). 



Application/Control Number: 09/848,372 Page 8 

Art Unit: 2174 

A registering unit adapted to register, from among a series of image displayed by 
said display control unit, image indicated by a user as a target of single process, (col. 10, 
lines 50-col. 11, lines 10); 

However, Anderson II fails to teach an indicating unit adapted to indicate at least 
one image among the images automatically changed and sequentially display by said 
display control unit. 

Fellegara teaches automatically changed (column 15, lines 1-8) and sequentially 
display by said display control unit, (column 14, lines 20-55) 

It would have been obvious to an artisan at the time of the invention to include 
Fellegara' s teaching with method of Anderson II in order to provide user with the ability 
to automatically scroll the image after predetermined time periods. 

Morgenthaler teaches indicating at least one of the images in the automatically, 
(see Morgenthaler; paragraph 0056) 

It would have been obvious to an artisan at the time of the invention to include 
Morgenthaler' s teaching with method of Anderson II and Fellegara in order to provide 
user with the ability select image during slide show. 

However, they fails to teach a storing unit adapted to continue, at least up to 
completion of the automatic and sequential display with the larger size by said second 
display control unit, to store information indicating the image indicated by said indicating 
unit as the image to be subject later to the specific image process during the automatic 
and sequential display with the larger size by said second display control unit; 

a specifying unit adapted to specify the storage image corresponding to the image 
indicated by the information held by said holding unit, as an image group to be subjected 
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to the specific image process, when the automatic sequential display by said second 
display control unit is completed. 

Anderson teaches a storing unit adapted that store information indicating the 
image subject to the specific image process, (see Anderson, col. 8, lines 44-57; col. 13, 
lines 15-35) 

Dow teaches a specifying unit adapted to specify the storage at least up to 
completion of the automatic and sequential display with the larger size by said second 
display control unit, indicated the image subject to the specific image by said second 
display control unit is completed (column 6, lines 13-63) 

It would have been obvious to an artisan at the time of the invention to include 
teachings of Anderson and Dow's teaching with method of Anderson II, Fellegara, and 
Morgenthaler in order to provide user with the ability select image during slide show. 

Claims 65 and 66 are rejected under the same rationale as claim 64. Supra. 

Claim 51 is rejected under 35 U.S.C. 103(a) as being unpatentable over Anderson 
II U.S. Patent No. 6,215,523 in view of in view of Fellegara US Patent 6,441,854 further 
in view Morgenthaler US 2002/0032677 Anderson et al, U.S. Patent No. 6,680,749 in 
view of Dow et al. U.S. Patent No. 6,549,304 further in view of Chui et al, U.S. Patent 
no. 6,657,702. 

As per claim 5 1 , Anderson II, Fellegara, Morgenthaler, Anderson and Dow teach 
the apparatus of claim 49. However, Anderson II does not teach the apparatus that is able 
to perform an electronic mail transmission process. 
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Chui teaches an apparatus that is able to perform an electronic mail transmission 
process, (see Chui, column 17, lines 25 - 32). 

It would have been obvious to an artisan at the time of the invention to include 
Chui's teaching with the modified Anderson II to allow user to transmit images through 
the Internet. 



Claims 34-40, 44-48, and 61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson et al, U.S. Patent No. 6,680,749 in view of Dow et al. U.S. 
Patent No. 6,549,304 further in view of Anderson II U.S. Patent No. 6,215,523, further in 
view of Fellegara et al. US Patent 6,441,854 further in view Morgenthaler US 
2002/0032677 

As per claim 34, Anderson teaches an image processing apparatus comprising: 
a capturing unit adapted to capture a reduction image from a storage medium 

storing storage images, the reduction images respectively corresponding to the storage 

images (col. 5, lines 55-57 and col. 6, lines 67- col. 7, line 4); 

a first display control unit adapted to cause a display device to display the 

reduction images captured by said capturing unit (fig. 13, item 852 and col. 12, lines 52- 

55); 

a reduction image selection unit adapted to select reduction images from among 
the reduction images displayed by said first display control unit (col. 13, lines 1-5); 
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a designating unit adapted to designate at least one image among the images 
displayed by said second display control unit in the size larger than that of the reduction 
image, as an image to be subject to a specific image process; (column 13, lines 20-35); 

a storing unit adapted to hold information indicating which of the images is 
designated by said designating unit as the image to be subjected to the specific process, 
during at least the automatic and sequential display effected by said second display 
control unit; ( column 13, lines 15-35; lines 30-60) and 

However, Anderson fails to teach a storing unit adapted to continue, at least up to 
completion of the automatic and sequential display with the larger size by said second 
display control, specifically states and a specifying unit adapted to specify the storage 
image corresponding to the image indicated by the information held by said holding unit, 
as an image group to be subjected to the specific image process, when the automatic 
sequential display by said second display control unit is completed. 

Dow et al. teaches a storing unit adapted to continue, at least up to completion of 
the automatic and sequential display with the larger size by said second display control, 
and a specifying unit adapted to specify the storage image corresponding to the image 
indicated by the information held by said holding unit, as an image group to be subjected 
to the specific image process, when the automatic sequential display by said second 
display control unit is completed, (column 6, lines 13-63) 

It would have been obvious to an artisan at the time of the invention to include 
Dow's teaching with Anderson's apparatus to allow user to arrange and index images as a 
group. 
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However, they both fail to teach a second display control unit adapted to effect, in 
a size larger than that of the reduction image, display of images corresponding to the 
stored images which correspond respectively to the reduction images selected by said 
reduction image selection unit; 

Anderson II teaches a second display control unit adapted to effect, in a size 
larger than that of the reduction image, display of images corresponding to the stored 
images which correspond respectively to the reduction images selected by said reduction 
image selection unit; (column 6, lines 63-column 7, lines 24, column 12, lines 35-65). 

It would have been obvious to an artisan at the time of the invention to include 
Anderson IFs teaching with apparatus of Anderson and Dow to view the full image in a 
slide show. 

However, they fail to teach automatic sequential display of larger size images. 
Fellegara teaches automatic sequential display of larger size images, (column 14, 
lines 20-55) 

It would have been obvious to an artisan at the time of the invention to include 
Fellegara' s teaching with method of Anderson, Dow, and Anderson II in order to provide 
user with the ability to automatic scroll the image after predetermined time periods. 

Morgenthaler teaches indicating at least one of the images in the automatically, 
(see Morgenthaler; paragraph 0056) 

It would have been obvious to an artisan at the time of the invention to include 
Morgenthaler' s teaching with method of Anderson II and Fellegara in order to provide 
user with the ability select image during slide show. 
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As per claim 35, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson II further teaches second 
display control unit performs a slide show display, and wherein the storage image 
corresponding to each of the reduction images selected by said reduction image selection 
unit is displayed as the larger image (col. 7, lines 1-24). 

Morgenthaler teaches indicating at least one of the images in the automatically, 
(see Morgenthaler; paragraph 0056) 

As per claim 36, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson further teaches wherein 
said second display control unit causes the display device to display any one of the 
images to be displayed, (col. 12, lines 65-66) 

As per claim 37, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 36. Anderson further teaches wherein 
said second display control unit causes the display device to further display an indication 
section for changing the image to be displayed on the display device, (fig 13) 

As per claim 38, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson further teaches wherein 
an application program corresponding to the specific image process automatically starts 
after the end of the display by said second display control unit (column 9, lines 46 - 63). 

As per claim 39, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson further teaches wherein 
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said designation unit can select whether or not to execute plural kinds of image processes 
(col. 9, lines 15-45). 

As per claim 40, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson further teaches wherein 
the specific image process includes a print process (col. 13, lines 20-21). 

As per claim 44, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson further teaches wherein 
the specific image process includes a transfer process of transferring the storage image to 
a desired storage area (col. 13, lines 20 - 21). 

As per claim 45, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson further teaches wherein 
the storage medium is included in a digital camera (col. 4, lines 43 - 45 and col. 6, lines 2 
-5). 

As per claim 46, it is rejected with the same rationale as claim 34. (see rejection 

above) 

As per claim 47, it is rejected with the same rationale as claim 34. (see rejection 

above) 

As per claim 48, it is rejected with the same rationale as claim 34. (see rejection 

above) 

As per claim 61, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. Anderson II further teaches 
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providing information indicating the process target is displayed together with the selected 
image, (figure 8, items 700, and 704) 



Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over Anderson 
et al, U.S. Patent No. 6,680,749 in view of Dow et al. U.S. Patent No. 6,549,304 further 
in view of Anderson II U.S. Patent No. 6,215,523. further in view of Fellegara et al. US 
Patent 6,441,854 further in view Morgenthaler US 2002/0032677 further in view of 
Takakura et al, U.S. Patent no. 5,752,053. 

As per claim 41, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 40. However they fail to teach the 
apparatus comprising an editing operation accepting unit adapted to accept a user's 
operation to edit arrangements of the images to be printed and print sizes thereof in the 
print process. 

Takakura et al. teaches the apparatus comprising an editing operation accepting 
unit adapted to accept a user's operation to edit arrangements of the images to be printed 
and print sizes thereof in the print process(see Takakura, column 2, lines 44 - 49). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate the method of Takakura with the method of Anderson, Dow, Anderson II, 
and Fellegara in order to allow a user to input an edit to arbitrary positions while 
observing a state of print binding. 
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Claims 42 and 43 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Anderson et al, U.S. Patent No. 6,680,749 in view of Dow et al. U.S. Patent No. 
6,549,304 further in view of Anderson II, U.S. Patent No. 6,215,523 in view of Fellegara 
et al. US Patent 6,441,854 further in view Morgenthaler US 2002/0032677 further in 
view of Chui et al, U.S. Patent no. 6,657,702. 

As per claim 42, Anderson, Dow, Anderson II, Fellegara, and Morgenthaler teach 
an image processing apparatus according to claim 34. However they fail to teach 
wherein the specific image process includes an electronic mail transmission process. 
Chui et al. ("Chui") teaches wherein an image processing is a mail transmission 
processing (see Chui, column 17, lines 25 - 32). ). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to incorporate the method of Chui 
with the method of Anderson, Dow, Anderson II, and Fellegara in order to allow the 
users to distribute images to recipients not located near the user. 

As per claim 43, Anderson, Dow, Anderson II, Fellegara, Morgenthaler and Chui 
teach an image processing apparatus according to claim 42, Chui further teaches the 
apparatus comprises an electronic mail formation control unit adapted to control to 
perform a new electronic mail formation process of attaching the image indicated to be 
transmitted as electronic mail, in the electronic mail transmission process, (see Chui, 
column 17, lines 25 - 32). 

Response to Argument 

Applicant's arguments filed 4/23/10 have been fully considered but they are not 
persuasive. 
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A) Whether it is obvious to combine Anderson, Fellegara, Morgenthaler, 
Anderson et al. and Dow. 

A) Reliance on a large number of references in a rejection does not, without 
more, weigh against the obviousness of the claimed invention. In re Gorman, 933 F.2d 
982, 18 USPQ2d 1885 (Fed. Cir. 1991) (Court affirmed a rejection of a detailed claim to 
a candy sucker shaped like a thumb on a stick based on thirteen prior art references.). 

In response to applicant's argument that the examiner's conclusion of obviousness 
is based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

"Section 103 forbids issuance of a patent when 'the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains.'" KSR Int'l Co. v. Teleflex 
Inc., 127 S. Ct. 1727, 1734 (2007). 

In KSR, the Supreme Court emphasized "the need for caution in granting a patent 
based on the combination of elements found in the prior art, "Id, at 1739, and discussed 
circumstances in which a patent might be determined to be obvious. KSR, 127 S. Ct. at 
1739 (citing Graham v. JohnDeere Co., 383 U.S. 1, 12 (1966)). The Court reaffirmed 
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principles based on its precedent that "[t]he combination of familiar elements according 
to known methods is likely to be obvious when it does no more than yield predictable 
results." Id. The operative question in this "functional approach" is thus "whether the 
improvement is more than the predictable use of prior art elements according to their 
established functions." Id. at 1740. 

The Federal Circuit recently recognized that "[a]n obviousness determination is 
not the result of a rigid formula disassociated from the consideration of the facts of a 
case. Indeed, the common sense of those skilled in the art demonstrates why some 
combinations would have been obvious where others would not." Leapfrog Enters., Inc. 
v. Fisher-Price, Inc., 485 F.3d 1157, 1161 (Fed. Cir. 2007) (citing KSR, 127 S. Ct. 1727, 
1739 (2007)). The Federal Circuit relied in part on the fact that Leapfrog had presented 
no evidence that the inclusion of a reader in the combined device was "uniquely 
challenging or difficult for one of ordinary skill in the art" or "represented an unobvious 
step over the prior art." Id. (citing KSR, 127 S. Ct. at 1740-41). 

In the present case, the combination of Anderson, Fellegara, Morgenthaler, 
Anderson et al. and Dow is obvious to one of ordinary skilled in the art because they are 
all related to showing a series of images with in a display system. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE -MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SIMON KE whose telephone number is (571)272-4062. 
The examiner can normally be reached on M-Th and Alternate Fridays 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dennis Chow can be reached on (571) 272-7767. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Peng Ke 
/Peng Ke/ 

Primary Examiner, Art Unit 2174 



